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REMARKS / PISC-USSIGN OF ISSUES 

Claims 1 , 3-9, 1 1-14, and 16-23 are pending in the application. Claims 2, 10, 
and 15 are canceled herein, and claims 21-23 are added. 

Claims are amended for non-statutory reasons. The claims are not narrowed 
in intended scope, and no new matter is added . 

The Office action rejects claims 1-20 under 35 U.S C. 101. The applicants 
respectfully traverse this rejection. 

The Office action asserts that the cfaims define nothing more than a 
mathematical algorithm that, by itself, is a Judicial Exception; and suggests "clarifying 

the claimed pradioai application so as to exciude recitation of every 'substantial 
practical application' of the ciainied law of niature". 

The applicants note that independent claims 1 and 9 defsne specific matiiods 
for identifying and characterizing a plurality of items, independent claims 14 and 20 
define systems for Identifying mean items for a plurality of items, and independent 
claim 19 defines an article of manufacture for identifying mean items for a plurality of 
Items, These claims do not recite "every substantial application of a law of nature", as 
asserted In the Office action. These claims include specific limitations for identifying 
and ci-saracterl2ing items, and thus cannot be said to cover every substantial 
application for iderHifylng and characterizing Items, As such, the appiicants 
respectfully request the Examiner's reconsideration of the relection of claims 1, 3-9, 
1 1-14, and 16-20 under 35 U.S.C. 101, 

The Office action also asserts that claim 19 Is directed to a disembodied 
computer program. The applicants respectfully disagree with this assertion. Claim 19 
clearly claims an article of manufacture that Includes a computer program that Is 
embodied on a computer readable medium, and thus cannot be said to be directed fo 
a disembodied computer program. 
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The Office action rejects claims 1= 3-7, 9, 11-12, 14, 18-17, and 19-20 under 
35 U.S.C, 102(b) over Chsstenko et bI (USP 6,041 ;31 1 , hereinafter Chsslenko), The 
appfscants respectfuPy traverse this rejection. 

The Examiner's attention is requested to MPEP 2131 , wherein it is stated; 

claim is a«ticipat«d only if s?<;jclk sm*/ ewrj* eiemimt m wt forth in the claim is 
found, either expressly or Inherently described, in a single prior art T«t«re;n.ee," 
l>s>r«feg««/ i?ray, (Afioj^ 0/1 Co. o/ Ca/Z/orn/s, S14 F,2d 628, 63 i , 2 llSPOSd 1051, 
1053 (Fed, Cir. 1987). "The ideisiimi mvemion must be shown m as compiete dmU 
as is comaix^ed in ilie „. claim." Richardmn v, Sfi^s^A/ Motor Co., 868 F.2d 1326, 
1236, 9 USPQ2d 191.3, .1920 (Fed,. Or. 1989). 

Each of independent claims 1, 9, 14. 19, and 20, Includes the ilmitation of 
con^puting a variance of the symbolic values of tie plurality of items relative to the 
symbolic value of each of the iterrss, and making a seieodon based on the symbolic 
value of an item that minimizes this variance. 

Chlslenko fails to teach computing a variance of the symbolic values of the 
plurality of items relative to the symbolic value of each of the items, and fails to teach 
making a selection based on the symbolic value of an item that minimizes this 
variance. 

Additionally, the Board of Patents Appeals and Interferences has consistently 
upheld the principle that the burden of establishing a prima facie case resides with 
the Office, and to meet this burden, the Examiner must specifically identify where 
each of the ciaimed elemer^ts are found in the phor art; "there must be no dilfe?'ence 
between the ciaimed invention and the reference disclosure, as viewed by a person 
of ordinary skill in the field of the invention. Scripps Clinic & Research Feund. y, 
Genentech, Inc, 927 F,2d 1565, 1576, n USPQ2d 1001, 1010 (Fed. Cir, 1991), To 
meet |the| burden of establishing a ^x\mm facie case of anticipation, the examiner 
rnust explain how the rejected claims are anticipated by poinflng out vv/jer® all of the 
specific limitations recited in the rejected claims are found in the prior art relied upon 
in the rejection," £,x- Parte Naoya isoda, Appeal Ho. 2005-2289, Application 
1GV064,508 (BPAi Opinion October 2005). 
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The Office aotbn faifs to identify where Ghislenko teaches determining a 

vanance, and fails to identify where Chisienko teaches makmg a selection based on 

this varianoe. The Office aotbn asserts that Chislenko teaches computmg a variance 

at column 10, Hnes 58-64. The cfed text foOows: 

'^After eateu^at^ng the group centroids, determine to which group centroid 
each item is ctosest: and move it to that group. Whenever an item ia moved 
in thb siiannar, recalcutete the centroids for the affected groups. Iterate umi^ 
the distance between alii group centro^ds and items assigned to each group 
are betow a predeteniiined threshold or until a certain number of iter-ations 
have been acoompHshed.'- (Ch^slenko, column 10, fines 58-64,) 

As can be seen, the cited text does not address determining a variance for 
each Item, as asserted in the Offfce actfon. 

In like manner, the Office actbn cfes Chislenko's cok-^mn 10, Nnes 32-64 for 
teaching selection based on variances detBrmiined for each fern. Hov^ever, at the 
cted text, Chisienko merely disdoses clustehng: 'items are grouped in order to he^p 
predict ratings and Increase recommendation certamtf \ The appKcants note that 
dustering does not: per se, inciude detemimmg variances for each fern, and does 
not include a selection based on such vanances. 

Because Chistenko faHs to teach oomputmg a variance of the symbolic values 
of the plurality of items retetive to the symbolic vakie of each of the ferns, and faife to 
teach making a seiectbn based on the symboyc value of an item that minimizes this 
variance, and because the Office action fails to identify where Ghislenko provides this 
teaching, the applicants respeotfully maintain that the rejection of daims 1 3-7, 9, Il- 
ia, 14, 16-17. and 19-20 under 35 U.S.C. 1G2(b) over Ghislenko is unfounded, per 
MPEP2131. 
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to Off Is© acti«>n of IS S&*pt0ml50r 20SS 

The Office action rejects da?ms 8. 13, and 18 under 35 U.S.C. 103(a) over 
Chlslenko and Keyes et al (USP 7,003,484, hereinafter Kayes). The applicants 
respectfuHy traverse this rajeclion. 

The Exam^ner% atientiori is mquestecf to IVIPEP 2142, wherein it slated; 

'^To establish a />^^ima facie case of obvi:cru^5:n.ess . . . iiiv poor ^sxt referCBOC (or 
reiereBces when combmed) m^s^ fe^c^ ^^^gge^/ #S t&e chim imdtatmm, , , the 
exaiiiiner does not produ ce a. prima fade case, the applkant is under no obligation to 
siubmit evidence of nonobviousneBs.'' 

The reiecled claims 8, 13, and 18 are dependent upon dakns 1 9, and 14, 

respectively. In thfe rejectbn, the Office action relies upon Ch?stenko for teaching the 

elements of cteirr^s 1, 0, and 14. As noted above, Chlslenko fa^ls to teach each of the 

limitations of cteirris 1. 9, and 14, and thus the appHcants mamtain that a re|60tbn of 

claims 8. 13, and 18 under 36 U.S.C. 103(a) that miiies upon Chfelenko for this 

teaching is unfounded, par MPEP 2142. 

view of the foregoing, the applicants respectfuNy raquest that the Examiner 
withdraw the rejections of record, albw a^l the pending claims, and find the 
applioatjon to be condition for allowance. If an^^r poir^ta remain tesue that may 
best be resolved through a parsonalor tetephonfc interview, the Exammer 
respectfully requested to contact the undersigned at the tetephone number listed 
below. 

Respectfully submitted, 




Robert IV!. IvIcDermott. Esq, 
Reprstration Number 41=508 
Phone: 804-493^0707 
Fax: 215-243-7525 
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